AFTER FINAL 




PATENT APPLICATION 
DOCKET NO. 10005743-3 



IN THE 

UNITED STATES PATENT AND TRADEMARK OFFICE 



GROUP ART UNIT: 2674 
EXAMINER: Eisen, Alexander 



INVENTOR(S): 
SERIAL NO.: 
CONF. NO.: 
FILED: 
SUBJECT: 



Vincent et al. (Assignors to HP) 
10/670,479 (Continuation for 09/981,131) 
8011 

09/25/2003 

Electronic Writing and Erasing Pencil 



RESPONSE TO OFFICE ACTION UNDER RULE 116 



TO: 



MAIL STOP AFTER FINAL 

THE COMMISSIONER FOR PATENTS 

BOX 1450 

ALEXANDRIA VA 22131 



SIR: 



In accordance with the notice "REVISED AMENDMENT PRACTICE: 37 CFR 1.121 
CHANGED, effective July 30, 2003, the MPEP and 37 CFR, following are: 

(A) INTRODUCTORY COMMENTS, 

(B) AMENDMENTS TO THE SPECIFICATION, 

(C) AMENDMENTS TO THE CLAIMS, 

(D) REMARKS, including DRAWING AMENDMENTS, if any. 
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(A) INTRODUCTORY COMMENTS 



This is in response to the Office Action mailed 06/14/2005. In Para. 7 of the Action, claims 13-18 
were noted as having allowable subject matter. No new matter is added to the application by any 
amendments which may be made hereinafter. 

On January 4, 2004, applicants-assignee Hewlett-Packard (HP) submitted an in-depth 
Amendment and Response to an Office Action mailed 10/29/2004. Applicants hereby request 
entry of the previously filed and yet to be examined added claims, reconsideration of the prior 
Remarks regarding cited references, consideration of additional Remarks herein, and allowance 
of the application. 

The Present Action Should Be Either Withdrawn As Ambiguous and As Failing to Address 
Previous Amendments Submitted Or Re-designated As Non-Final 

(1 ) On PTOL-326 of the present Action, at line item 2a) indicates that it is "FINAL" and at line 
item 2b) that it is "non-final." In order to preserve their rights, but without prejudice, applicants- 
assignee HP are treating the Action as "FINAL," but in view of the following additional objections, 
it is clear that it should be withdrawn or re-designated "NON-FINAL" on this and the following 
grounds. 

(2) At line item 4 the Action states "Claim(s) 1-18 is/are pending...." In response to the prior 
Office Action mailed 10/29/2004 , applicant-assignee HP submitted and paid the fees for added 
claims 19-21. Nothing in the present Action acknowledges nor addresses these pending claims. 

(3) At line item 9, The specification is objected to...." Yet, the present Action does not 
address the prior specification amendments submitted by the applicants-assignee HP in the 
Response to the prior Office Action and contains no indication as to any new reasons for 
objection. Applicants-assignee HP are left with no possibility of addressing the unstated 
concern(s) of the Examiner, if any. 
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